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DETAILED ACTION 

1. This action is in response to applicant's amendment received on l\4arch 25, 2005. 

2. The objection to the specification is withdrawn in view of the amendment. 

3. The objection to claim 1 is withdrawn in view of the amendment. 

4. The objection to claim 9 is withdrawn in view of the amendment. 

5. The objection to claim 16 is withdrawn in view of the amendment. 

6. The rejection to claim 1 under 35 USC § 112 is withdrawn in view of the 
amendment. 

7. The rejection to claim 16 under 35 USC § 112 is withdrawn in view of the 
amendment. 

8. The text of those sections in Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claim Rejections - 35 USC § 112 

9. Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

10. Claim 30 recites the limitation "the punch pattern" in line 5. There Is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections ■ 35 USC § 102 

11. Claims 1, 2, 12, 16. 17. 26. 30 and 31 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Farmwald et al (2,816,608). 
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Regarding claims 1 and 16, Farmwald et al disclose a machine for piercing 
sheets of material comprising: an adjustable apparatus (45) that can be moved by hand; 
the adjustable apparatus (45) acts as a stop to the moveable cutting die (30) containing 
the punch pattern thereby varying an amount of a punch pattern cut into a sheet of 
material being punched; the moveable cutting die (30) Is designed with a cutting surface 
so that said adjustable apparatus (45) can limit the amount of said sheet of said material 
cut by said cutting surface; the adjustable apparatus (45) can be moved to a position so 
that said designed pattern of said punch is cut fully out of said sheet of said material by 
the movement of said moveable cutting die (30); a frame which holds said adjustable 
apparatus (45) and said moveable punch cutting die (30) with said moveable cutting die 
(30) held In the top of said frame and a hole (37) corresponding to said moveable 
cutting die (30) in a base (31) of said frame wherein said frame aligns said moveable 
cutting die (30) to said hole (37) allowing for said moveable cutting die (30) to be moved 
through said hole (37); a slot (area between 30 and 31 ) in said frame with said slot 
extending partially through said frame to accept and restrain said sheet of said material 
prior to said sheet of said material being punched; a means to activate (18, 19, 27, 28, 
etc.) said moveable cutting die (30) moving said cutting die (30) to where it contacts 
said sheet of said material in said slot cutting said sheet of said material, and a spring 
(9) installed within said frame to return said moveable cutting die (30) to a starting 
position allowing easy removal of said sheet of said material. 
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Regarding claims 2 and 17, Farmwald et al disclose the cutting surface of said 
moveable cutting die (30) is formed in a curved shape. Note the movable cutting die 
(30) is a cylinder, so thus the cutting surface is curved. 

Regarding claims 1 2 and 26, Farmwald et al disclose a portion of said adjustable 
apparatus (45) is fabricated as an integral part of said housing. 

Regarding claim 30, Farmwald et al disclose an adjustable apparatus (28) that 
can be added to existing decorative punches comprising: said adjustable apparatus (45) 
acts as a stop to a moveable cutting die (30) containing a punch pattern thereby limiting 
the amount of said punch pattem cut into a sheet of material being punched; said 
moveable cutting die (30) is designed with a curved cutting surface so that said 
adjustable apparatus (45) can limit the amount of paper cut by that cutting surface, said 
adjustable apparatus (45) can be moved to a position so that said designed pattern of 
said punch is cut fully out of said sheet of material, and said adjustable apparatus (45) 
can be permanently installed on existing decorative punches. 

Regarding claim 31 , Famnwald et al disclose an adapter (45) designed to fit on a 
machine for piercing paper comprising: an adjustable apparatus (45) that can be moved 
by hand; said adjustable apparatus (45) acts as a stop to the downward motion of said 
machine thereby controlling the amount of the pattern of said machine that is cut into a 
sheet of material being pierced; and said adapter (45) can be attached to said machine. 

Claim Rejections • 35 USC § 103 
12. Claims 1,2, 11-13, 16, 17, and 25-27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gouldsmith, Jr. (2, 730,811) in view of Farmwald et al. 
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Regarding claims 1 and 16, Gouldsmith, Jr. discloses a machine for piercing 
sheets of material comprising: a the moveable cutting die (66) containing a punch 
pattern thereby varying an amount of the punch pattern cut Into a sheet of material 
being punched; the moveable cutting die (30) is designed with a cutting surface (68); a 
frame which holds said moveable punch cutting die (66) with said moveable cutting die 
(66) held in the top of said frame and a hole (20) corresponding to said moveable 
cutting die (66) in a base (10) of said frame wherein said frame aligns said moveable 
cutting die (66) to said hole (20) allowing for said moveable cutting die (66) to be moved 
through said hole (20); a slot (area between 68 and 10) in said frame with said slot 
extending partially through said frame to accept and restrain said sheet of said material 
prior to said sheet of said material being punched; a means to activate (84.) said 
moveable cutting die (66) moving said cutting die (66) to where it contacts said sheet of 
said material in said slot cutting said sheet of said material, and a spring (80) installed 
within said frame to return said moveable cutting die (66) to a starting position allowing 
easy removal of said sheet of said material. Gouldsmith, Jr. fails to disclose an 
adjustable apparatus. However, Farmwald et al disclose an adjustable apparatus (45) 
for use in a piercing machine that is capable of adjustment to vary the distance between 
the punch and the die in order to compensate for wear of the die (col. 3, lines 1-4). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide an adjustable apparatus, as disclosed by Farmwald et al, 
on the Gouldsmith, Jr. device for the purpose of varying the distance between the punch 
and die in order to compensate for wear. 
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Regarding claims 2 and 17. Gouldsmith, Jr. discloses the cutting surface (68) is 
formed in a curved shape. 

Regarding claims 11 and 25. Gouldsmith, Jr. discloses a housing (38, 48. 52) to 
enclose said frame and to permanently enclose a portion of said means of activating 
said moveable cutting die (66). 

Regarding claims 12 and 26. Farmwald et al disclose a portion of said adjustable 
apparatus (45) is fabricated as an integral part of said housing. 

Regarding claims 13 and 27, Gouldsmith, Jr. discloses a locking hinge 
mechanism (34) located at said base (10) of said frame where said locking hinge 
mechanism (34) allows said base (10) to be moved away from the rest of said machine 
following said material piercing thereby allowing for easy release of said material and 
said locking hinge mechanism (34) then allows base (10) to be returned to the original 
storing position. 

13. Claims 9 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Farmwald et al as applied to claims 1 and 16 above, and further in view of Tanaka 
(3,472,101). Farmwald et al fail to disclose the means to activate is a lever. However. 
Tanaka disclose a machine for piercing sheets wherein the means to activate a 
moveable cutting die (6) is a lever (3) in sliding contact with said moveable cutting die 
(6), thereby creating the necessary motion when said lever (6) is pushed and wherein 
said lever (6) is held against the force created by a spring (14) by portions of the frame. 
The top section of the punch is slidably disposed on the column (7), and thus the lever 
and the cutting die are in sliding contact. Making the device manually operated would 
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make the device less expensive to operate, in particular if production requirements were 
low. Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make the Farmwald et al device manually operated, as 
taught by Tanaka, by replacing the structure associated the pressure fluid operation, 
including the cylinder (6), with the lever of the Tanaka device for the purpose of 
decreasing operating expenses. 

14. Claims 1, 5, 16, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Brandt (2,788,854) in view of Capewell (749,257). 

Regarding claims 1 and 16, Brandt discloses a machine for piercing sheets of 
material comprising: a the moveable cutting die (23) containing a punch pattern thereby 
varying an amount of the punch pattern cut into a sheet of material being punched; the 
moveable cutting die (23) is designed with a cutting surface; a frame (including 10, 12, 
16, and 18) which holds said moveable punch cutting die (23) with said moveable 
cutting die (23) held in the top of said frame and a hole (13) corresponding to said 
moveable cutting die (23) in a base (10) of said frame wherein said frame aligns said 
moveable cutting die (23) to said hole (13) allowing for said moveable cutting die (23) to 
be moved through said hole (13); a slot (area between 23 and 10) in said frame with 
said slot extending partially through said frame to accept and restrain said sheet of said 
material prior to said sheet of said material being punched; and a means to activate (16) 
said moveable cutting die (23) moving said cutting die (23) to where it contacts said 
sheet of said material in said slot cutting said sheet of said material. Brandt fails to 
disclose a spring or an adjustable apparatus. However, Capewell discloses an 
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adjustable apparatus (31 ) for use in a cutting machine tliat is capable of adjustment for 
the purpose of limiting the downward movement of the lever (24). The adjustment 
apparatus allows the user to create the desired cut with optimized leverage (col. 3). In 
addition, Capewell discloses a spring (16) installed within the frame to return the 
movable cutting element (10) to a starting position allowing easy removal of a work 
piece (col. 2, lines 65-66). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to provide an adjustable apparatus and a 
spring, as disclosed by Capewell, on the Brandt device for the purpose of creating a 
desired cut while optimizing leverage and returning the movable cutting element to a 
starting position for easily removing the work piece. 

Regarding claim 5 and 20, Capewell discloses the adjustable apparatus (31) is 
an externally threaded piece of hardware that is located in a matching threaded insert 
(col. 3. line 5) of a frame (including 1, 2, 3, 4, 5, 6. and 24) such that said externally 
threaded piece of hardware (31 ) can be rotated within said threaded insert moving said 
threaded piece of hardware (31) up and down thereby adjusting and controlling the 
amount of travel of said moveable cutting element (10) and acting as said stop. 

Response to Arguments 

15. Applicant's arguments filed March 25, 2005 have been fully considered but they 
are not persuasive. 

16. Regarding Applicant's argument the gap in the Farmwald et al and Gouldsmith, 
Jr. devices is not a slot, a slot is defined as "a narrow opening." The narrow opening 
from the punch cutting die (30) to the base (31) confined by rod (2) on the Famriwald et 
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al device can be considered a slot, as can the narrow opening from the cutting surface 
(68) to the base (10) confined by the side surfaces (48 and 52). In either case, when 
the cutting surface/die moves closer to the work piece, the size of the slot deceases and 
restrains the work piece. Although this differs from Applicant's device wherein the slot 
is fixed in size, this difference is not claimed. 

17. Regarding Applicant's argument the cutting surface of the Farmwald et al device 
is not curved, the cutting surface of the punch cutting die (30) is circular and thus 
curved. 

18. Regarding Applicant's argument the Farmwald et al device is not a decorative 
punch, this term is not limited to the type of punch disclosed by Applicant. The 
Farmwald et al punch could be used to punch holes in a sheet for the purpose of 
creating a pattern or providing an ornamental element. Accordingly, the Farmwald et al 
device is a decorative punch. Furthermore, it is noted Applicant admitted on the record 
the Farmwald et al device could be added to a punch as set forth in claims 30 and 31 . 
See page 18, bottom paragraph of the Remarks section. 

19. Regarding Applicant's argument the Gouldsmith, Jr. device is not an analogous 
punch, this does not mean the punch is incapable of creating a hole. Although the 
device is intended to create a perforation, the device is capable of punching a hole. It 
would have been obvious to employ the device to make a full punched hole if one so 
desired, as there is no specific structure to prohibit this from occurring. 
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20. Regarding Applicant's argument the Gouldsmith, Jr. device does not disclose a 
cutting surface, a punching operation can be considering cutting. Accordingly, the 
punching element (66) has a cutting surface (pointed end 68). 

21 . Regarding Applicant's argument it is improper to combine the Farmwald et a! and 
Tanaka devices, it is noted Applicant admitted on the record the combination is obvious. 
See the Remarks section, page 23, line 18 to page 24, line 1. In addition, the use of a 
manual lever instead of pneumatic control would be an economic choice for low 
production. Also, there are other reasons why the lever may be advantageous, such as 
decreased complexity of the device and fewer parts. 

Conclusion 

22. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

23. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn T Blake whose telephone number is (571) 272- 
4503. The examiner can nonnally be reached on Monday to Friday, 8:00 AM to 5:30 
PM, alternating Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Allan N Shoap can be reached on (571) 272-4514. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





CB 

June 6, 2005 



Allan N. Shoap 
Supen^isory Patent Examiner 
Group 3700 



